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DETAILED ACTION 

Response to Amendment/Arguments 

1 . Applicant's arguments filed 10/4/05 have been fully considered but they are not 
persuasive. 

2. In response to Applicant's arguments regarding the limitation "configured to fit 
substantially within..." it should be noted that Applicant has not limited the recitation to 
how much of the device fits into the mouth, i.e., the term substantially is a broad 
recitation and as such the Roy reference teaches a device that fits substantially within 
the mouth. 

3. In response to applicant's argument that Roy does not teach a device that 
substantially fits within a mouth, a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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2. Claims 1-10, 12-25 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Roy (US 4,601 ,465). 

3. As to claim 1 , Roy teaches a device for treating a patient with a breathing 
disorder, the device configured to be held in a patient's mouth and comprising at least 
one aperture (See Figs. 1-6) providing fluid communication between an inside and an 
outside of the patient's mouth through the mouthpiece, the device further comprising an 
obstructing member (See Figs. 2, 3, 4, 6) that obstructs at least a portion of the 
aperture, the obstructing member configured to limit exhalation air flow more than 
inhalation air flow through the aperture (See Col. 2, lines 25-50). 

4. As to claim 2, Roy teaches a device wherein the device is configured to be used 
by a sleeping patient. 

5. As to claim 3, Roy teaches a device wherein the device is configured to be held 
between a patient's jaws (via elements 15). 

6. As to claim 4, Roy teaches a device wherein the obstructing member is 
configured to reduce an open area of the aperture by a pre-determined amount (See 
Col. 2, lines 25-50). 

7. As to claim 5, Roy teaches a device wherein the obstructing member is 
configured to allow air to flow thorough a small area of the aperture in an exhalation 
direction and through a larger area of the aperture in an inhalation direction (See Figs. 
2, 3, 4, 6, See also Col. 2, lines 25-50 and Cols. 4-5). 

8. As to claim 6, Roy teaches a device wherein the larger area overlaps the small 
area (See Figs. 2, 3, 4, 6, See also Col. 2, lines 25-50 and Cols. 4-5). 
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9. As to claim 7, Roy teaches a device wherein the obstructing member is further 
configured to allow exhalation air to flow through an area that is larger than the small 
area when an exhalation air pressure exceeds a predetermined value (See Figs. 2, 3, 
4, 6, See also Col. 2, lines 25-50 and Cols. 4-5). 

1 0. As to claim 8, Roy teaches a device for use in treating a patient with a breathing 
disorder, the device comprising a body defining an inside surface and an outside 
surface and configured to be held in a patient's mouth; the body comprising an aperture 
(See Figs. 1-6) in a front portion thereof, the aperture providing fluid communication 
between the inside surface and the outside surface; and a valve device (See Figs. 2, 3, 
4, 6, See also Col. 2, lines 25-50 and Cols. 4-5) configured to limit expiratory fluid flow 
directed from the inside surface to the outside surface more than inspiratory fluid flow 
from the outside surface to the inside surface. 

11. As to claim 9, Roy teaches a device wherein the body is substantially entirely 
held within the patient's mouth. 

12. As to claim 10, Roy teaches a device, wherein the body is substantially U- 
shaped (See Fig. 1). 

1 3. As to claim 12, Roy teaches a device, wherein the aperture has a first area and 
a second area that is larger than the first area, wherein the valve device is configured to 
permit fluid flow through only the first area in a direction from the inside surface to the 
outside surface, and through both the first area and the second area in a direction from 
the outside surface to the inside surface (See Figs. 2, 3, 4, 6, See also Col. 2, lines 
25-50 and Cols. 4-5). 
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14. As to claim 13, Roy teaches a device, wherein the second area overlaps at least 
a portion of the first area (See Figs. 2, 3, 4, 6, See also Col. 2, lines 25-50 and Cols. 
4-5). 

1 5. As to claim 14, Roy teaches a device, wherein the valve device is further 
configured to allow fluid flow through a third area that is larger than the first area when a 
pressure of expiratory fluid flow exceeds a threshold value (See Figs. 2, 3, 4, 6, See 
also Col. 2, lines 25-50 and Cols. 4-5). 

16. As to claim 15, Roy teaches a device, wherein the valve device comprises a 
movable element pivotably joined to a fixed element that is immovably attached to the 
body (See Figs. 4 and 6). 

17. As to claim 16, Roy teaches a device, wherein the movable element is joined to 
the fixed element by a hinge (the Examiner considers the hinge to be a living hinge, 
See Figs. 4 and 6) with a pivot axis lying in a plane substantially parallel to the outside 
surface. 

18. As to claim 17, Roy teaches a device, wherein the movable element comprises 
a flap (See Figs. 4 and 6) that occludes at least a portion of the aperture. 

1 9. As to claim 1 8, Roy teaches a device, wherein the flap is secured to the fixed 
element so as to allow the flap to pivot only inwards (See Figs. 4 and 6). 

20. As to claim 19, Roy teaches a device, wherein the flap is made of a substantially 
flexible material 33,39. 

21 . As to claim 20, Roy teaches a device for treating a patient with a breathing 
disorder, the device comprising: a housing configured to be held in a patient's mouth, 
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the housing enclosing at least one valve (See Figs. 2, 3, 4, 6, See also Col. 2, lines 
25-50 and Cols. 4-5) configured to create a first flow resistance to inspiration and a 
second flow resistance to expiration, wherein the first flow resistance is less than the 
second flow resistance. 

22. As to claim 21, Roy teaches a device, wherein the valve is further configured to 
create a third flow resistance to expiration when a pressure of said expiration exceeds a 
threshold pressure (See Figs. 2, 3, 4, 6, See also Col. 2, lines 25-50 and Cols. 4-5) 

23. As to claim 22, Roy teaches a device, wherein the valve comprises a flap (See 
Figs. 4 and 6). 

24. As to claim 23, Roy teaches a device, wherein the flap is movable between first, 
second and third positions corresponding to the first, second and third flow resistances 
respectively (See Figs. 2, 3, 4, 6, See also Col. 2, lines 25-50 and Cols. 4-5). 

25. As to claim 24, Roy teaches a device for enhancing breathing in a patient, the 
device comprising a mouth piece configured to be held substantially entirely within the 
patient's mouth and means on the mouthpiece for causing an air flow resistance to 
expiration that is greater than an air flow resistance to inspiration (See Figs. 2, 3, 4, 6, 
See also Col. 2, lines 25-50 and Cols. 4-5). 

26. As to claim 25, Roy teaches a device wherein the means for causing an air flow 
resistance comprises a two-way valve (See Figs. 4 and 6). 
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Claim Rejections - 35 USC § 103 

27. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

28. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

29. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Roy (US 
4,601,465). 

30. As to claim 1 1 , Roy teaches essentially all of the limitations except for wherein 
the body comprises at least one concave channel configured to receive a patient's 
teeth. Roy, rather teaches elements 15 as shown in Figure 1 to bite onto by a patient's 
teeth. One of ordinary skill in the art at the time of the invention would expect Roy's 
device to work equally as well as Applicant's device since both would perform the 
function of retaining the device in a patient's mouth. 
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Double Patenting 

31 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

32. Claims 24 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 5 of U.S. Patent No. 6,722,360. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the applicant has received a patent for a species or a more specific 
embodiment. The patented claim "anticipates" the application claim. See In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993). 

33. Claim 24 of the instant application recites, a device for enhancing breathing in 
a patient, the device comprising a mouth piece configured to be held substantially 
entirely within the patient's mouth and means on the mouthpiece for causing an air flow 
resistance to expiration that is greater than an air flow resistance to inspiration (See 
lines 1-8 of claim 5 of patent). It should be noted that the patent recites additional 
features not recited in the instant application claim, thereby, making the patent claim 



more specific than the application claim. As such the patented claim "anticipates" the 



Application/Control Number: 10/827,073 Page 9 

Art Unit: 3743 

application claim. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 
1993). 

Conclusion 

34. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mital B. Patel whose telephone number is 571-272- 
4802. The examiner can normally be reached on Monday-Friday (1 1 :00-7:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Henry Bennett can be reached on 571 -272-4791 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/827,073 



Page 10 



Art Unit: 3743 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free)., / /? 




Mital B. Patel 
Primary Examiner 
Art Unit 3743 



